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-The MAILING DATE of this communication appears on the cover sheet with the correspondence address 

THE REPLY FILED 03 November 2003 FAILS TO PLACE THIS APPLICATION IN CONDITION FOR ALLOWANCE. 
Therefore, further action by the applicant is required to avoid abandonment of this application. A proper reply to a 
final rejection under 37 CFR 1.113 may only be either: (1) a timely filed amendment which places the application in 
condition for allowance; (2) a timely filed Notice of Appeal (with appeal fee); or (3) a timely filed Request for Continued 
Examination (RCE) in compliance with 37 CFR 1.114. 

PERIOD FOR REPLY [check either a) or b)] 

a) ^ The period for reply expires 3_months from the mailing date of the final rejection. 

b) CH The period for reply expires on: (1 ) the mailing date of this Advisory Action, or (2) the date set forth in the final rejection, whichever is later. In no 

event, however, will the statutory period for reply expire later than SIX MONTHS from the mailing date of the final rejection. 

ONLY CHECK THIS BOX WHEN THE FIRST REPLY WAS FILED WITHIN TWO MONTHS OF THE FINAL REJECTION. See MPEP 

706.07(f). 

Extensions of time may be obtained under 37 CFR 1 .136(a). The date on which the petition under 37 CFR 1 .136(a) and the appropriate extension fee 
have been filed is the date for purposes of determining the period of extension and the corresponding amount of the fee. The appropriate extension fee under 
37 CFR 1 .17(a) is calculated from: (1) the expiration date of the shortened statutory period for reply originally set in the final Office action; or (2) as set forth in 
(b) above, if checked. Any reply received by the Office later than three months after the mailing date of the final rejection, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

1 .□ A Notice of Appeal was filed on . Appellant's Brief must be filed within the period set forth in 

37 CFR 1.192(a), or any extension thereof (37 CFR 1.191(d)), to avoid dismissal of the appeal. 

2. £3 The proposed amendment(s) will not be entered because: 

(a) □ they raise new issues that would require further consideration and/or search (see NOTE below); 

(b) □ they raise the issue of new matter (see Note below); 

(c) M they are not deemed to place the application in better form for appeal by materially reducing or simplifying the 

issues for appeal; and/or 

(d) □ they present additional claims without canceling a corresponding number of finally rejected claims. 

NOTE: . 

3. D Applicant's reply has overcome the following rejection(s): . 



4. D Newly proposed or amended claim(s) would be allowable if submitted in a separate, timely filed amendment 

canceling the non-allowable claim(s). 

5. M The a)D affidavit, b)D exhibit, or c)ISI request for reconsideration has been considered but does NOT place the 

application in condition for allowance because: see attachment . 

6. D The affidavit or exhibit will NOT be considered because it is not directed SOLELY to issues which were newly 

raised by the Examiner in the final rejection. 

7. D For purposes of Appeal, the proposed amendment(s) a)D will not be entered or b)D will be entered and an 

explanation of how the new or amended claims would be rejected is provided below or appended. 

The status of the claim(s) is (or will be) as follows: 

Claim(s) allowed: . 

Claim(s) objected to: . 

Claim(s) rejected: . 



Claim(s) withdrawn from consideration: 



8. D The drawing correction filed on is a)D approved or b)D disapproved by the Examiner. 

9. D Note the attached Information Disclosure Statement(s)( PTO-1449) Paper No(s). 

10. D Other: 




?sica J. Harrison 
Primary Examiner 
Art Unit: 3714 
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Procedural Issues: 

The amendment to the claims filed on November 1 1, 2003 does not 
comply with the requirements of 37 CFR 1.121(c) because they fail to indicate 
the changes from the prior claims. Furthermore, the proposed claims are 
incorrectly marked (previously added) rather than presumably "previously 
presented" and further are amended and therefore should be (currently 
amended). The language "wherein the awarded value is independent of the 
knowledge of the player" has been omitted /deleted from each independent 
claim without appropriate markings. For applicant's reference, the current 
requirements for amending claims in relevant part are set forth herein below. 



Amendments to the claims filed on or after July 30, 2003 must comply 
with 37 CFR 1.121(c) which states: 



(c) Claims. Amendments to a claim must be made by rewriting the entire 
claim with all changes (e.g., additions and deletions) as indicated in this 
subsection, except when the claim is being canceled. Each amendment 
document that includes a change to an existing claim, cancellation of an 
existing claim or addition of a new claim, must include a complete listing of all 
claims ever presented, including the text of all pending and withdrawn claims, 
in the application. The claim listing, including the text of the claims, in the 
amendment document will serve to replace all prior versions of the claims, in 
the application. In the claim listing, the status of every claim must be indicated 
after its claim number by using one of the following identifiers in a 
parenthetical expression: (Original), (Currently amended), (Canceled), 
(Withdrawn), (Previously presented), (New), and (Not entered). 

(1) Claim listing. All of the claims presented in a claim listing shall 
be presented in ascending numerical order. Consecutive claims having the 
same status of "canceled" or "not entered" may be aggregated into one 
statement [e.g., Claims 1-5 (canceled)). The claim listing shall commence on a 
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separate sheet of the amendment document and the sheet(s) that contain the 
text of any part of the claims shall not contain any other part of the 
amendment. 

(2) When claim text ivith markings is required. All claims being 
currently amended in an amendment paper shall be presented in the claim 
listing, indicate a status of "currently amended," and be submitted with 
markings to indicate the changes that have been made relative to the 
immediate prior version of the claims. The text of any added subject matter 
must be shown by underlining the added text. The text of any deleted matter 
must be shown by strike-through except that double brackets placed before 
and after the deleted characters may be used to show deletion of five or fewer 
consecutive characters. The text of any deleted subject matter must be shown 
by being placed within double brackets if strike-through cannot be easily 
perceived. Only claims having the status of "currently amended," or 
"withdrawn" if also being amended, shall include markings. If a withdrawn 
claim is currently amended, its status in the claim listing may be identified as 
"withdrawn — currently amended." 

(3) When claim text in clean version is required. The text of all 
pending claims not being currently amended shall be presented in the claim 
listing in clean version, i.e., without any markings in the presentation of text. 
The presentation of a clean version of any claim having the status of "original," 
"withdrawn" or "previously presented" will constitute an assertion that it has 
not been changed relative to the immediate prior version, except to omit 
markings that may have been present in the immediate prior version of the 
claims of the status of "withdrawn" or "previously presented." Any claim added 
by amendment must be indicated with the status of "new" and presented in 
clean version, i.e., without any underlining. 

(4) When claim text shall not be presented; canceling a claim. 

(i) No claim text shall be presented for any claim in the claim 
listing with the status of "canceled" or "not entered." 

(ii) Cancellation of a claim shall be effected by an instruction 
to cancel a particular claim number. Identifying the status of a claim in the 
claim listing as "canceled" will constitute an instruction to cancel the claim. 

(5) Reinstatement of previously canceled claim. A claim which was 
previously canceled may be reinstated only by adding the claim as a "new" 
claim with a new claim number. 

Substanative Issues: 

Applicant's arguments filed November 3, 2003 have been fully considered 



but they are not persuasive. As the application is under final rejection, an 
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exhaustive treatment of each of applicant's points at this point in prosecution 
would be inappropriate. In general, applicant submits three points in support 
of his contention of patentability. First, applicant argues that the examiner 
has provided no suggestion to combine the rejections - that there is no "actual 
evidence" of obviousness. In response to applicant's argument that there is no 
suggestion to combine the references, the examiner recognizes that 
obviousness can only be established by combining or modifying the teachings 
of the prior art to produce the claimed invention where there is some teaching, 
suggestion, or motivation to do so found either in the references themselves or 
in the knowledge generally available to one of ordinary skill in the art. See In re 
Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988)and In re Jones, 958 
F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case however, applicant is 
failing to consider the entirety of the examiner's stated motivation. The 
rejection establishes that one of ordinary skill in the art would readily recognize 
that awaiting a player's response, without a time limit, would substantially 
slow game play as a player may study and consider his choices for an indefinite 
period of time. Such a loss of time equates to a loss of revenue for the casino. 
The fact that Vancura is silent to this aspect does not preclude one of ordinary 
skill from recognizing this point which would give rise to a problem with the 
implementation / business viability of the game. Further, one of ordinary skill 
would recognize the solution taught in Brossard, namely controlling the time 
utilized in the bonus game. Actual evidence has been asserted by the examiner 
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in the rejection in that the evidence includes knowledge generally available to 
one of ordinary skill in the art. 

Next applicant asserts that Vancura teaches away from Brossard in that 
he is directed to adding a game of skill and the corollary arguments that 
Vancura as modified would not be fit for its intended purpose nor would it 
retain its principle of operation. In response to applicant's argument that the 
rejection must fail based upon this line of reasoning, the examiner asserts that 
the test for obviousness is not whether the features of a secondary reference 
may be bodily incorporated into the structure of the primary reference; nor is it 
that the claimed invention must be expressly suggested in any one or all of the 
references. Rather, the test is what the combined teachings of the references 
would have suggested to those of ordinary skill in the art. See In re Keller, 642 
F.2d 413, 208 USPQ 871 (CCPA 1981). Applicant continues to focus on the 
bodily incorporation of Brossard 's bonus feature into Vancura's bonus game 
which is not the rejection set forth. Rather, the examiner has asserted that it 
would have been obvious to add the time limiting aspects to Vancura which 
would allow answers to be selected up to a time limit, and then randomly select 
an answer for the player in the Vancura game based upon Brossard's 
suggestion to control the time of bonus feature play. No alteration of Vancura's 
principle would be necessary. Vancura would still test a player's knowledge of 
trivia independent of a player's skill in the game of chance. Vancura would still 
be fit for its intended purpose and retain its principle of operation, as player 
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input would still be allowed if accomplished prior to the time-out aspect. The 
examiner has not proposed a destruction of the Vancura game but rather 
applicant has created the illusion of such destruction with his arguments. 
However, refocusing upon the issue at hand reveals that the examiner has 
supplied the requisite motivation for the combination of references, the 
combination as set forth meets the claims at issue, and the rejection appears 
proper. Accordingly, applicant's remarks are not persuasive. 

Any inquiry concerning this communication or earlier communications 
from the examiner should be directed to Jessica J. Harrison whose telephone 
number is 703-308-2217. The examiner can normally be reached on 8 
hour/M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Tom Hughes can be reached on 703-308-1806. The fax 
phone number for the organization where this application or proceeding is 
assigned is 703-308-9306. 

Any inquiry of a general nature or relating to the status of this 
application or proceeding should be directed to the receptionist whose 
telephone number is 703-308-0858. 




-Jessica J. Harrison 
Primary Examiner 
Art Unit 3714 
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